Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA362003

Filing date: 08/06/2010

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92051832

Party Plaintiff
Merz Pharmaceuticals, LLC and Merz Incorporated

Correspondence LILE H. DEINARD
Address DORSEY & WHITNEY LLP
250 PARK AVENUE

NEW YORK, NY 10177
UNITED STATES
deinard.lile@dorsey.com

Submission Other Motions/Papers

Filer's Name Lile H. Deinard, Esq.

Filer's e-mail deinard.lile@dorsey.com, robertson.sarah@dorsey.com

Signature /lhd/

Date 08/06/2010

Attachments NONCON BRIEF IN OPP TO REG'S MOT FOR SUM JUDG AND IN SUPT OF

PETS' CROSS-MOTION FOR SUM JUDG.pdf ( 34 pages )(1141880 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

MERZ PHARMACEUTICALS, LLC and
MERZ INCORPORATED,

Cancellation No. 92051832
Petitioners,

V.

MONTANI COSMETICS INC.,

N N S N N Nt et i Nt N’

Registrant.

PETITIONERS’ BRIEF IN OPPOSITION TO REGISTRANT’S MOTION
FOR SUMMARY JUDGMENT AND IN SUPPORT OF PETITIONERS’ CROSS-
MOTION FOR SUMMARY JUDGMENT

Petitioners Merz Pharmaceuticals, LLC and Merz, Incorporated (collectively, “Petitioner™)
submiit this brief in opposition to the Motion for Summary Judgment (the “Motion”) filed by
Registrant, Montani Cosmetics Inc.' In its Motion, Registrant seeks judgment in its favor
purportedly based on the same “reasons, factual evidence and legal issues considered by the [U.S.
Patent and Trademark] Office in allowing [Registrant’s] U.S. 3,608,042 and on the further alleged
basis that “Petitioners’ Amended Petition for Cancellation fails to raise any new issues of law or fact
which would compel a different conclusion than that previously determined by the Office.” See
Registrant’s Motion at p.1. In response to the Motion, Petitioner submits that there is no proper legal
or factual basis for Registrant’s request for entry of judgment in its favor, particularly given the very

close similarities between the MEDERMA and MEDERMIS marks at issue in this case and prior

! Registrant has filed a total of five motions since Petitioner instituted this proceeding in December 2009 - a

motion to dismiss, 2 separate motions to strike, this Motion and a prior motion for summary judgment and/or
judgment on the pleadings — even though the parties have not even undertaken any discovery. These motions reflect
a pattern of vexatious and overly aggressive conduct by Registrant, designed to substantially increase Petitioner’s
costs of prosecuting this cancellation action.



admissions against interest made by Registrant regarding such similarities, and further submits that

the law and undisputed material facts in this case, in fact, favor Petitioner, such that judgment should

be entered in Petitioner’s favor pursuant to Petitioner’s cross-motion for summary judgment herein.
ARGUMENT

1. The Board Is Not Bound By the PTO’s Examination of MEDERMIS

As an initial matter, as correctly noted by the Board in its order dated June 25, 2010
addressing Registrant’s earlier filed motions to strike and for judgment on the pleadings and/or
summary judgment, the Board is not bound by previous determinations made at the examination
level and an inter partes case must be decided on its own merits and on the basis of its own

record. See, e.g., McDonald’s Corp. v. McClain, 37 U.S.P.Q.2d 1274, 1277 (T.T.A.B. 1995)

(“Even in an ex parte proceeding, the Board is not bound by previous determinations made at the
examination level.”); In re Perez, 21 U.S.P.Q.2d 1075, 1077 (T.T.A.B. 1991) (Board not bound
by Examining Attorney’s prior determination of registrability). Accordingly, to the extent that
Registrant seeks to rely (similar to what it did unsuccessfully on its prior motion for judgment on
the pleadings and/or summary judgment) on any factual or legal considerations that were before
the Examiner assigned to Registrant’s MEDERMIS mark, such considerations must be
disregarded by the Board in favor of the actual record now before it.

2. Summary Judgment Standard Under Fed. R. Civ. P. 56

Under Fed. R. Civ. P. 56, a party moving for summary judgment has the burden of
demonstrating the absence of any genuine issue of material fact, and that it is entitled to
summary judgment as a matter of law. See Fed. R. Civ. P. 56(c); Trademark Trial and Appeal
Board Manual of Procedure (TBMP), §528.01. A factual dispute is genuine if sufficient

evidence is presented such that a reasonable fact finder could decide the question in favor of the



non-moving party. Id. On such a motion, the non-moving party must be given the benefit of all

reasonable doubt as to whether genuine issues of material fact exist. See Anderson v. Liberty

Lobby, Inc., 477 U.S. 242, 255 (1986). As outlined below, Registrant has failed to satisfy its
burden on its Motion, and the facts and law in this case demonstrate that summary judgment
should in fact be granted in Petitioner’s favor pursuant to its cross-motion, given the prima facie

close similarities between the MEDERMA and MEDERMIS marks in this case.

3. Exhibits to Registrant’s Motion Should Be Disallowed As Unauthenticated

Petitioner notes, at the outset, that Registrant seeks to satisfy its evidentiary burden as the
moving party on this Motion by merely attaching an assortment of documents as Exhibits to its
Motion brief. These documents consist of dictionary definitions, specimens purportedly submitted
by Petitioner in support of registration of its MEDERMA mark, print-outs from Petitioner’s website

2 . . . . . .
at www.mederma.com” and copies of registration certificates for various third-party marks. See

Exhibits A-D to Registrant’s Motion. Petitioner submits that these documents do not constitute
admissible evidence because they are unsupported by any affidavit or declaration authenticating
them through an affiant with appropriate knowledge. See 10A Charles Alan Wright & Arthur R.

Miller, Federal Practice and Procedure § 2722 (3rGl ed. 1998); Rose Marie Raccioppi v. Apogee, Inc,

47 U.S.P.Q.2d 1368 (T.T.A.B. 1998) (documents or exhibits must be authenticated by and attached
to an affidavit complying with the requirements of Rule 56(e) in order to be admissible); G.D. Searle

& Co. v. Rodriguez, 2002 WL 834501 (T.T.A.B., April 30, 2002). See also 37 C.F.R. § 2.122.

Accordingly, because Registrant’s Exhibits A-D have not been properly put into evidence, these

2 The print-outs from Petitioner’s website attached by Registrant are dated December 5, 2008, well before this

cancellation action was instituted, and thus contain outdated information, in addition to being unauthenticated. See
Exhibit C to Registrant’s Motion.



Exhibits should be disallowed in their entirety from the record and this Motion should be dismissed
for Registrant’s failure to meet its evidentiary burden.?

Notwithstanding the foregoing, to the extent that the Board will accept into evidence at least
the “soft” copies of the registration certificates for third-party marks attached by Registrant as
Exhibit D to its Motion, see Trademark Manual of Examining Procedure (TMEP), §710.03,
Petitioner respectfully submits that the Board should accord no weight to such third-party
registrations for the reasons set forth in Section 4(f) below. The other materials submitted by
Registrant are also discredited below.

4. Likelihood of Confusion

(a) The Standard Governing the Assessment of Likely Confusion

The standard governing the resolution of the issue of whether Registrant’s MEDERMIS
designation is likely to cause confusion with Petitioner’s MEDERMA trademark is set forth in In re

E.I. DuPont de Nemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973), which delineates thirteen

factors that merit consideration in assessing the potential for confusion under 15 U.S.C. § 1052(d).

Only those factors made relevant by the evidence need to be considered. Specialty Brands, Inc. v.

Coffee Bean Distributors, Inc., 748 F.2d 669, 671 (Fed. Cir. 1984). Registrant acknowledges in its

Motion that the DuPont factors govern this case, but addresses only five of these factors on the
alleged basis that they are the “most relevant.” See Registrant’s Motion at p.3. Petitioner submits
that each of the five Dupont factors that are addressed by Registrant, along with the additional,

relevant Dupont factors addressed by Petitioner below, favor Petitioner, not Registrant, in this case.

3 Petitioner notes that this is not the first time that Registrant has flagrantly disregarded the relevant rules of

practice in this case. See, e.g., Registrant’s prior, premature motion for summary judgment.

4.



(b) Registrant’s Bad Faith and Admissions Against Interest

As an initial matter, as set out in the accompanying affidavit of Robert W. Burgess dated
August 6, 2010 (the “Burgess Affidavit”), the President of Registrant sent to Petitioner Merz
Pharmaceuticals, LLC and its German parent company, Merz GmbH & Co. KGaA, an unsolicited
letter dated July 22, 2008 (the “July 2008 Letter”). This July 2008 Letter served to communicate
that Registrant was aware “that registration [of its Medermis mark] might not be obtained given
close similarities with existing marks”; that “the United States Patent and Trademark Office [had]
recently indicated. . .that [the Medermis mark] would not be registrable due to ‘likelihood of
confusion’ with other existing marks, namely, Mederma®, a trademark registered by [Petitioner]”;
and that, as a result, Registrant “[had] opted not to pursue this registration.” See Burgess Affidavit,
paras. 1-4 and Attachment thereto.

Notwithstanding Registrant’s representation in its July 2008 Letter that it would not pursue
registration of its MEDERMIS mark for its “close similarities with existing marks,” Registrant did in
fact vigorously prosecute its then application for such mark. Accordingly, Registrant acted in bad
faith in obtaining U.S. Reg. No. 3,608,042 for MEDERMIS (the “Registration”), which is now the
subject of cancellation here. Further, the statements made by Registrant regarding, inter alia, the
close similarities that exist between MEDERMA and MEDERMIS, constitute powerful admissions

against interest and/or concessions made by Registrant concerning the likelihood of confusion

between such marks, which damaging admissions should be closely considered by the Board in this

case. See, e.g., Cancer Care, Inc. v. American Family Life Assurance Company, 211 U.S.P.Q. 1005,

1013 (T.T.A.B. 1981). See also Specialty Brands, Inc. v. Coffee Bean Distributors, Inc., supra. at

671, citing Interstate Brands Corp. v. Celestial Seasonings, 576 F.2d 926 (CCPA 1978). Petitioner

submits that Registrant’s bad faith in procuring the Registration and prior admissions that the marks



in issue are closely similar, strongly weigh in favor of judgment being entered on behalf of
Petitioner, not Registrant.

© The MEDERMA and MEDERMIS Marks Are Virtually Identical

One of the most relevant measures of likely confusion is the “similarity or dissimilarity of the
marks in their entireties as to appearance, sound, connotation and commercial impression,” DuPont,

476 F.2d at 1361, but “[i]t is well established that similarity in any one of the elements of sound,

appearance, or meaning is sufficient to indicate likelihood of confusion.” General Foods Corp. v.

Wisconsin Bottling, Inc., 190 U.S.P.Q. 43, 45 (T.T.A.B. 1976).

Registrant tries to argue in its Motion brief that Petitioner’s MEDERMA mark and
Registrant’s MEDERMIS mark “clearly differ in appearance and sound as they have different
endings” and “differ in connotation as well.” See Registrant’s Motion at p. 3. This could not be
further from the truth. Specifically, it is undisputable that: (i) each of the marks in issue commences
with the same first six letters MEDERM-; (ii) these letters form the dominant part of each mark; (iii)
each mark has three syllables; and (iv) the only difference between the marks is the substitution by
of the letter “A” for the letters “IS.” Visually, the two marks therefore differ by only two letters and,
aurally, the pronunciation of the two marks is obviously close, given the dominant and identical
“MEDERM-" portion of the marks.

Registrant also tries to argue that the connotation of the marks differs as well based on a
purported difference in meaning between the “-DERMA” and “-DERMIS” portions of the marks.
See Registrant’s Motion at pp. 3-4. Again, this is simply not true. Each of the terms “Derma” and
“Dermis” come from the Greek or Latin root “derma,” meaning “skin” and each refers to “skin”
and/or “skin ailment,” even using the definitions supplied by Registrant. See Exhibit A to

Registrant’s Motion; see also Exhibit A to affidavit of Sarah M. Robertson dated August 6, 2010 (the



“Robertson Affidavit™) attached hereto.* Further, the marks in issue share the same identical prefix
“MED-,” which Petitioner submits may connote the word “medical” or “medicine” to the ordinary
consumer. Accordingly, the meanings conveyed by the marks in this case are identical and suggest a
€OmMmon SOurce.

Based on the strong similarities in sight, sound and meaning between the marks, Registrant
cannot legitimately claim that it is entitled to summary judgment in a case involving marks as close
as MEDERMA and MEDERMIS. Further, these similarities in fact strongly support a finding of
summary judgment in favor of Petitioner pursuant to its cross-motion herein, especially in light of
Registrant’s prior admissions against interest regarding such similarities.

(d) The Parties’ Goods Are the Same or Closely Similar

It is well established law that the similarity of marks in issue in this case must also be

measured in relation to the goods with which they are used. See Hard Rock Café Int’l (USA) v.

Elsea, 56 U.S.P.Q.2d 1504, 1512 (T.T.A.B. 2000) (“When marks would appear on virtually
identical goods or services, the degree of similarity necessary to support a conclusion of likely

confusion declines™); Presto Prods., Inc. v. Nice-Pak Prods., Inc., 9 U.S.P.Q.2d 1895, 1897

(T.T.A.B. 1988). Thus, the close similarity of the marks in the abstract, as outlined above,
becomes even greater when the parties’ products are taken into account.

Here, Registrant concedes in its Motion brief that Petitioner’s MEDERMA products, as
identified in Petitioner’s federal registrations for its MEDERMA marks attached as Exhibit B to
the Robertson Affidavit (the “Petitioner’s Registrations™), consist of skin care products, namely,

gels, creams or ointments designed to improve the appearance of scars, blemishes, and other

4 Petitioner attaches as Exhibit A to the Robertson Affidavit excerpts from the same dictionary relied on by

Registrant for its unauthenticated dictionary definitions. This is a coincidence only.
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topical or skin imperfections.” See Registrant’s Motion at pp. 4-5. Registrant also concedes that
its products, as covered by the Registration subject to cancellation herein, consist of skin care
products as well, namely, beauty creams, beauty lotions and facial bars. See Registrant’s Motion
at p. 4. Both parties’ products therefore clearly consist of skin care products, including skin
creams specifically.

Notwithstanding that the products are the same or highly similar, Registrant tries to argue
that its goods “differ significantly from Registrant’s goods.” Id. In an attempt to find some support
for this statement, Registrant attempts to put before the Board extrinsic evidence, namely, print-outs

from Petitioner’s website at www.mederma.com and specimens submitted by Petitioner in support of

registration of its mark, showing Petitioner’s products in the marketplace. See Exhibits B and C to
Registrant’s Motion. Petitioner submits that this extrinsic evidence should be completely
disregarded by the Board not only because it is unauthenticated, see Section 3 above, but because the
Board is required, as a matter of law, to ascertain the nature and scope of each party’s goods solely
based on the identification of these goods as covered by the parties’ respective federal registrations.

See, e.g., Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261 (Fed. Cir. 2002); In re Shell Oil

Co., 992 F.2d 1204, 1208 n.4 (Fed. Cir. 1993); J & J Snack Foods Corp. v. McDonald’s Corp., 932

F.2d 1460 (Fed. Cir. 1991). Petitioner further submits that absolutely no ambiguity exists in the
identifications of goods covered by Petitioner’s Registrations that would somehow justify such
extrinsic evidence being introduced, as argued by Registrant. Regardless, even if the extrinsic

evidence showing the actual nature of Petitioner’s products in the marketplace is allowed by the

s Petitioner notes that one of its four federal registrations for its MEDERMA mark, U.S. Reg. No. 2360460,
covers “skin care products, namely, essential oils for personal use.” See Exhibit B to the Robertson Affidavit.

6 Petitioner submits that the single case cited by Registrant in support of its request for the Board to consider its

extrinsic evidence, In re Trackmobile Inc., 15 U.S.P.Q.2d 1152 (T.T.A.B. 1990), has not been applied in those cases
where ordinary, commercial meaning can be given to the goods as described, as is the case here. See, e.g., Inre
Rocktron Corporation, 1999 WL 769940 at *2 (T.T.A.B., August 31, 1999). Accordingly, Registrant’s reliance on
In re Trackmobile is misplaced.




Board, such evidence merely serves to confirm that Petitioner’s products do in fact consist of skin
care products.7

Accordingly, based on the close similarity of the goods as described in the parties’ respective
federal registrations, judgment should not be entered in Registrant’s favor and should in fact be

entered in Petitioner’s favor pursuant to its cross-motion herein. See Specialty Brands, Inc. v.

Coffee Bean Distributors, Inc., supra. at 671 (If two trademarks are used in connection with the same

type of goods, the likelihood of confusion between them is magnified.)
(e) Trade Channels
With regard to the Dupont factor of the similarity of parties’ likely-to-continue trade
channels for their respective products, Registrant argues that these trade channels “are significantly
different,” see Registrant’s Motion at pp. 5-6, and asks the Board to take into account

unauthenticated print-outs from Petitioner’s website at www.mederma.com purportedly showing the

actual trade channels for Petitioner’s products as evidence that the trade channels for the parties’
goods “are significantly different.” Id. Petitioner notes, as an initial matter, that Registrant has not
submitted any evidence whatsoever to show the trade channels for its own products such that it is not
clear how Registrant can make any proper comparison.8

Further, neither Petitioner’s Registrations nor Registrant’s Registration contain any trade
channel restrictions such that each party’s goods are presumed, as a matter of law, to travel in the
ordinary channels of trade to all of the usual purchasers for their respective products. See Bose

Corp. v. OSC Audio Products, Inc., 293 F.3d 1367, 1371-72 (Fed. Cir. 2002); Cunningham v. Laser

Golf Corp., 222 F.3d 943, 948 (Fed. Cir. 2000). As a result, any argument that the actual channels

7 Petitioner notes that Registrant has not tried to put in any marketplace evidence about the nature of its own

products, presumably because such evidence does not weigh in favor of Registrant’s position on this Motion.

®  Registrant makes a bald statement in its Motion brief that the trade channel for its goods is “cosmetic/beauty

trade channel” but offers no evidence whatsoever in support of such statement.

-9.



of trade for or purchasers of the parties’ goods might differ based on any extrinsic evidence is

unavailing. See Cunningham v. Laser Golf Corp., 222 F.3d at 948. Regardless, even if the extrinsic

evidence submitted by Registrant is accepted by the Board, Petitioner submits that such evidence
only serves to confirm that the parties’ goods are in fact sold in the same type of retail outlets and

establishments, such as drug stores. See Registrant’s Motion at pp.5-6. See also Century 21 Real

Estate Corp. v. Century Life of America, 970 F.2d 874, 877 (Fed. Cir. 1992) (plaintiff need not show

that the specific stores or outlets are the same; it is sufficient if the parties’ products are related and
sold through the same type of distribution channels). Accordingly, based on both the law and facts
in this case, this Dupont factor should be decided conclusively in Petitioner’s favor, not Registrant’s.

® Third-Party Registrations Submitted By Registrant Should Be Given Little or
No Weight

Finally, in support of the Dupont factor regarding the number and nature of similar marks in
use on similar goods, Registrant makes a general, unsupported statement that “There are hundreds if
not thousands of marks incorporating the term “Derm” or “Derma.” See Registrant’s Motion at p. 7.
In support of this statement, Registrant submits registration certificates for seven marks.

The presence of similar marks on similar goods can, in fact, diminish the scope of protection to

which a trademark is entitled, DuPont, 476 F.2d at 1361, 177 U.S.P.Q. at 567-68, but only where

proof is provided that such marks are in actual use. See, e.g., Breakers of Palm Beach, Inc. v.

International Beach Hotel Development, Inc., 824 F. Supp. 1576, 1580 (S.D. Fla. 1993) (the

mere existence of third-party registrations does not necessarily weaken a complainant’s mark);

Scarves By Vera, Inc. v. Todo Imps., Ltd., 544 F.2d 1167, 1173 (2d. Cir. 1976) (the significance

of third-party marks depends wholly on their usage). Here, Registrant has not provided any
proof that the third-party marks that it has identified are in use and, as a result, the third-party

registrations in issue should be discounted as having little or no probative value.

-10 -



PETITIONER’S CROSS MOTION FOR SUMMARY JUDGMENT

Pursuant to Fed. R. Civ. P. 56, Petitioner hereby cross-moves for the entry of judgment in its
favor. In support of its cross-motion, Petitioner repeats and relies on the facts and law in this case as
outlined above and discussed further below, which show that all Dupont factors fall indisputably in
Petitioner’s favor and that the material facts in this case that establish those factors are undisputed.
Petitioner further submits that its MEDERMA mark has clear priority over Registrant’s MEDERMIS
mark based on the filing dates of Petitioner’s Registrations and Petitioner’s prior use of its mark.

See Exhibit B to Robertson Affidavit.

The Dupont Factors Weigh Strongly In Petitioner’s Favor

Petitioner submits that most, if not all, of the thirteen Dupont factors applicable to the
Board’s determination of a likelihood of confusion in this case, favor Petitioner. See Inre E.I

DuPont de Nemours & Co. at 1361. Petitioner addresses each of these factors in turn, as follows,

and outlines the material undisputed facts that support such factors:

1. Similarity of The Marks In Their Entireties As To Appearance, Sound, Connotation

And Commercial Impression: the marks in this case are highly similar and differ by only two letters

and Registrant has admitted the similarities between the marks. See Exhibits A and B to the
Robertson Affidavit; see Attachment to the Burgess Affidavit.

2. Similarity and Nature of The Goods As Described In the Application or Registration:

the goods in this case as covered by Petitioner’s Registrations and the Registration are the same or
closely related since they both consist of skin care products, including skin creams. See Exhibit B to

the Robertson Affidavit.
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3. Similarity of Established, Likely-To Continue Trade Channels: the parties’ goods are

presumed, as a matter of law, to travel in the ordinary channels of trade to all of the usual purchasers

for skin care products. See Bose Corp. v. QSC Audio Products, Inc., supra. at 1371-72.

4. Conditions Under Which and Buyers To Whom Sales Are Made, i.e.. “Impulse”

vs. Careful, Sophisticated Purchasing: no conclusive evidence has been submitted concerning the

sophistication of the purchasers for the parties’ respective products and this factor is therefore
neutral.

5. Strength of the Prior Mark: Petitioner submits sales information showing that, in the

four years prior to the February 25, 2008 filing date of the application from which the Registration
issued (i.e., 2004-2008), sales of Petitioner’s products bearing the MEDERMA mark totaled
$ REDACTED . See Burgess Affidavit, para. 5. In the two years since that time (1.e., 2008-

2010), these sales have totaled $¢ REDACTED - I, resulting in sales of § REDACTED

! in the
aggregate for the past six years. Id. The REDACTED of dollars in product sales made by

Petitioner show that the MEDERMA mark is strong. See, e.g., Bose v. QSC Audio, supra. at 1371.

Further, the MEDERMA mark has been in use in commerce by Petitioner since at least as early as
April 1997, which length of use of at least thirteen years also reflects the strength of the mark. See

Exhibit B to the Robertson Affidavit. See also, ¢.g., Keds Corp. v. Renee International Trading

Corp., 888 F.2d 215 (1* Cir. 1989).

6. The Number and Nature of Similar Marks In Use On Similar Goods: no evidence of

third-party use of similar marks has been made of record in this case.

7. The Nature and Extent of Any Actual Confusion: Registrant has not provided any

evidence of current use of its mark such that no evidence of actual confusion has been made of

record in this case.
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8. The Length of Time During and the Conditions Under Which There Has Been

Concurrent Use Without Evidence of Actual Confusion: Registrant has not introduced any evidence

showing that its mark is in current use.

9. The Variety of Goods On Which A Mark Is or Is Not Used: Registrant has not

introduced any evidence showing that its mark is in current use.

10. The Market Interface Between Applicant and the Prior Mark Owner: Registrant sent

Petitioner an unsolicited letter in which representations were made concerning, inter alia, “close
similarities between the marks.” See Attachment to the Burgess Affidavit. Registrant has not
introduced any evidence showing that its mark is in current use.

11. The Extent To Which Applicant Has The Right To Exclude Others From Use Of Its

Mark On Its Goods: no evidence has been made of record by Registrant with regard to this factor.

12. The Extent of Potential Confusion, i.e., Whether De Minimis or Substantial: given

that both parties’ products consist of skin care products sold in the same presumed and actual trade
channels under marks that differ by only two letters, Petitioner submits that the extent of potential
confusion between the marks in this case is substantial.

13. Any Other Established Fact Probative of the Effect of Use: Registrant acted in bad

faith in representing to Petitioner that it would not pursue registration of its MEDERMIS mark
when, in fact, it subsequently did, hence this cancellation action. See Attachment to the Burgess
Affidavit. Registrant has also made prior admissions against interest concerning the close

similarities between the marks. Id.

-13 -



CONCLUSION

For the reasons stated above, Petitioner respectfully requests that the Board deny
Registrant’s motion for summary judgment in its entirety and grant judgment in Petitioner’s

favor pursuant to Petitioner’s cross-motion for summary judgment as provided for herein.

Dated: August 6,2010 DORSEY & WHITNEY LLP

By: /Ihd/
Lile H. Deinard, Esq.
Sarah Robertson, Esq.
250 Park Avenue
New York, New York 10177
(212) 415-9200

Attorneys for Opposers
Merz Pharmaceuticals, LLC and
Merz Incorporated
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Registration No. 3,608,042
For the Mark MEDERMIS & Design
Registered on April 21, 2009

X
MERZ PHARMACEUTICALS, LLC and :
MERZ, INCORPORATED, : Cancellation No. 92051832
Petitioners,
- against -
MONTANI COSMETICS INC.,
Registrant. :
X

AFFIDAVIT OF ROBERT W. BURGESS IN SUPPORT OF PETITIONERS’ OPPOSITION
TO REGISTRANT’S MOTION FOR SUMMARY JUDGMENT AND PETITIONERS' CROSS-
MOTION FOR SUMMARY JUDGMENT

STATE OF NORTH CAROLINA )
D 8S.
COUNTY OF GUILFORD )
I, ROBERT W. BURGESS, a United States citizen, residing at 3108 Camp Ranger Lane,

Jamestown, NC 27282, being duly swomn, deposes and says:

1. I am the Chief Financial Officer and Vice President of Administration of MERZ
PHARMACEUTICALS, LLC and the Chief Financial Officer and Vice President of Administration of
MERZ, INCORPORATED (collectively referred to as MERZ hereinafter). MERZ are the current
owners of various US Trademark Registrations for MEDERMA and MEDERMA formative marks.

2. On or about July 22, 2008, an unsolicited letter from MONTANI COSMETICS, INC.

(referred to as MONTANI COSMETICS hereinafter) which was executed by Mr. Jamie VALLE,



President of MONTANI COSMETICS and within the ordinary course of business was sent to MERZ
PHARMACETUCALS, LLC and MERZ PHARMA GmbH & CO. KGaA, the parent company of
MERZ. Upon information and belief, the aforementioned letter was sent via U.S. Postal Service First
Class Mail to MERZ PHARMACEUTICALS, LLC and via facsimile to MERZ PHARMA GmbH &
CO.KGaA. On July 29, 2010, MERZ PHARMA GmbH & CO. KGaA forwarded the aforementioned
letter to MERZ via electronic mail. A true and authentic copy of the letter as forwarded to MERZ by
its German parent company is attached hereto.

3. In the aforementioned letter, MONTANI COSMETICS state that they “initiated the
trademark registration process for the Medermis mark with the awareness that registration might not be
obtained given close similarities with existing marks. Indeed, the United States Patent and Trademark
Office recently indicated to us [MONTANI COSMETICS], on a preliminary basis, that it [Medermis]
would not be registerable due to ‘likelihood of confusion’ with other existing marks, namely
MEDERMA® , a trademark registered by MERZ (International Classification 03).” Representing
their “awareness” of the “similarities” with existing marks including the instant MEDERMA marks,
and the refusal by the US Trademark Office based literally on such existing registrations, MONTANI
COSMETICS, voluntarily and sua sponte without any communication from or with Merz, advised in
the aforementioned letter to MERZ that MONTANI COSMETICS would not prosecute the application
for MEDERMIS and were going to abandon the application to register the mark.

4. This unsolicited letter received in the ordinary course of MERZ’s business relating to
MERZ’s valuable MEDERMA trademark has been maintained as a business record kept in the
ordinary course of business. Moreover, I am advised that this unsolicited letter from MONTANI
COSMETICS is relevant to the instant dispute now pending before the US Trademark Trial and

Appeal Board pertaining to the likelihood of confusion of the above-identified registration for



MEDERMIS owned by MONTANI COSMETICS with MERZ’s prior-registered, well-known mark
MEDERMA.

5. The sales of the product sold under the MEDERMA trademark in the United States
have grown exponentially over the past five years as demonstrated by the summary of gross revenues
and unit sales set forth below. These figures are based on the books and records of MERZ which are

maintained in the ordinary course of MERZ's business.

YEAR GROSS REVENUE in US$ GROSS UNITS
n REDACTED REDACTED , REDACTED il
REDACTED REDACTED REDACTED
REDACTED REDACTED REDACTED

Dated: 8// 6// lo ,2010 ‘4/ / /

Rbbert W. Bu gess y

Acknowledement

On this % day of August, 2010, before me came Robert W. Burgess, to me known and
known to be Chief Financial Officer of Merz Pharmaceuticals, LLC and of Merz, Incorporated, and he
did solemnly swear that the statements set forth hereinabove made on information and belief are
believed to be true and the statements made of his own knowledge are true.

1 '&nnnnnnnn"annnnu

LINDSEYA. CIASCHI N ) f .
NOTARY PUBLIC

RANDOLPH COUNTY, NC : MMM. a : [A &A(A

foa i S e da 16,2013 Notaiy Public

Attachment hereto: Letter from MONTANI COSM ETICS, INC. dated July 22, 2008
3
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Montani Cosmetics, Inc.

333 N, Michlgan Avenue, Suite S28, Chicago, Iinott 60601 USA
Tel: {312) 201 1700 faa, (312) 201 0500
€-mali: @let@dermbacom  www.damisi.com

Skin Care

July 22, 2008

Legal Departrnent

Merz Pharmaceuticals, 1LL.C

P.0. Box 18806

Greensbora, North Carolina 27419

To whom it may concern:

[ am Jalme Valle, President of Montani Cosmetics Tnc., writing 1o you in connection with
the registration of the ttademark Medermis in the USA.

Easrlier this year, we iniliated the trademark registration process for the Medetmis mark
with the awareness that registration might not be obtained given close similarities with
existing marks. Indeed, the United States Patent and Trademark Office recemly indicated to
us, oo a preliminary basis, that it would not be registrable duc to “Jikelthood of confusion™
with other existing warks, namely Mederma®, a rademark registered by Merz
(Intervational Classification 03),

Given this preliminary ruling, we have opted noi to pursue this registration. However, and
10 our surprise, we have just come actoss the recent introduction of the Medermis Skint Care
line of products in Puerto Rico (see advertissment attachment), According to our unofficin}
sources, this trademark supposcdly was granted registration within the tetritory of Puerto
Rico. We are perplexed that such Trademark and Patent Office wowld grant and allow usc
of this mark without similar consideration by statcside USPTO given that Puerio Rico is
considered U.S. territory for commercial purposed.

Furthermore, the fact that this new product line, Medermis, is sold at retail within very
close proximity of brands such as Mederma in major retailers such as Walgreens is even
more confusing 1o us. As a matter of reterence, the company marketing the Medermis Skin
Care line in Puerto Rico is MC Brands Corp, (DBA Morales Distributars Ine.) located in
Parque Industrial Guanajibo, Calle W.E. Brenan | {00, Suiie 4, Mayaguez, Puerto Rico,
00682, tel 787 805-3775. The principal of the firm is Mr, Luis Moralcs Curo, President. It is
also aur understanding that initial efforts have begun to introduce this product Yine within
maintand USA in the New Yurk/New Jersey territories channoling the Medsmis Skin Care
product line through distributors and wholesalers reaching the Iispanic consumers.

Membet Independent Cosmetic Manufasturers and Distributors Ing. (ICMAD)
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Should you tequire additional information please fecl fres to contact me,

Best regards,

(

Jajne Valle
Tesident

C¢: Merz GmbH - Legal Departmoent, Frankfurt, Germany
Fax 0} 1-49-69-1503-200
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ermis’

SKIN CARE

Med

Jabén Exfoliante
y Anti-Bacterial
Acelera la eliminacién de 18y
celulas muertas y ayuda a combatir
las manchys al mismo tiempo
limpla 2 demmis

" yreduce g cantidad de ?s‘c!erias
.- Enclaplel,

P

Crema Anti-Manchas

E una {rema no grasoesa creada pora

ayudar 8 acelerar y eliminar manchas

- uscuras (hiperpigmentaclon) y pacas

manteniendo una tonalidad pareja

enlapiel, Lacidén Hidratante
Antl-Manchas

Formuls que ayuda a eliminar
manchas y emparejy 1a tonalidad
de la plel mleptras o mantiene
humectada K;adlanﬁe. Ideal para
elimingr menchus ¢ hidratar manos,
codos yrodilias,
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Registration No. 3,608,042
For the Mark MEDERMIS & Design
Registered on April 21, 2009

X
MERZ PHARMACEUTICALS, LLC and :
MERZ, INCORPORATED, : Cancellation No. 92051832
Petitioners,
- against -
MONTANI COSMETICS INC,,
Registrant. :
X

AFFIDAVIT OF SARAH M. ROBERTSON IN SUPPORT OF PETITIONERS’
OPPOSITION TO REGISTRANT’S MOTION FOR SUMMARY JUDGMENT AND
PETITIONERS' CROSS-MOTION FOR SUMMARY JUDGMENT

STATE OF NEW YORK )
: SS.:
COUNTY OF NEW YORK )

I, SARAH M. ROBERTSON, being duly sworn, deposes and says:

1. I am a partner in the law firm Dorsey & Whitney LLP, 250 Park Avenue, New
York, New York 10177, counsel for Petitioners in this case.
2. Attached hereto as Exhibit A are true and correct copies of dictionary definitions

for the terms “-derma” and “-dermis” excerpted from Webster’s Ninth New Collegiate

Dictionary (1987) Springfield, MA: Merriam-Webster Inc.



3. Attached hereto as Exhibit B are true and correct copies of the certificates of
registration for U.S. Reg. No. 2360460 dated June 20, 2000 for MEDERMA,; U.S. Reg. No.
2464771 dated July 3, 2001 for MEDERMA (Stylized); U.S. Reg. No. 3139600 dated September
5, 2006 for MEDERMA FOR KIDS (Stylized); and U.S. Reg. No. 3,233,153 for MEDERMA

dated April 24, 2007 on the Principal Register of the U.S. Patent and Trademark Office, which

e

Sarah M. Robertson

registrations are owned by Petitioners.

Dated: August 6, 2010




Acknowledgment

On this 6th day of August, 2010, before me came Sarah M. Robertson, to me known and
she did solemnly swear that the statements set forth hereinabove made on information and belief
are believed to be true and the statements made of her own knowledge are true.

-
7 :
/ Not@'l":lbhc
MARC S. REINER

Nm%:ubnc, State of New York

31-02RE6064537
Qualified in New York County
Commission Expires 09/24/13




EXHIBIT A



Ninth New
Collegiate
' Dictionar y

MERRIAM-WEBSTER INC., Publishers
Springfield, Massachusetts, U.S.A.




A GENUINE MERRIAM-WEBSTER

The name Webster alone is no guarantee of excellence. It is used by a
number of publishers and may serve mainly to mislead an unwary buyer.

A Merriam-Webster® is the registered trademark you should look for
when you consider the purchase of dictionaries or other fine reference
books. It carries the reputation of a company that has been publishing
since 1831 and is your assurance of quality and authority.

Kt Copyright © 1987 by Merriam-Webster Inc.

Philippines Copyright 1987 by Merriam:Webster Inc.

Library of Congress Cataloging in Publication Data
Main entry under title:

Webster’s ninth new collegiate dictionary.

Based on Webster’s third new international .
dictionary. ' N
Includes index.
1. English language—Dictionaries. 1. Merriam-
Webster Inc.
PE1628.W5638 1987 423 86-23801
ISBN 0-87779-508-8
ISBN 0-87779-509-6 (indexed)
ISBN 0-87779-510-X (deluxe) .

Webster’s Ninth New Collegiate Bictionary principal copyright 1983

J—

COLLEGIATE trademark Reg. U.S. Pat. Off.

All rights reserved. No part of this book covered by the copyrights hereon may be re-
produced or copied in any form or by any means—graphic, electronic, or mechanical,
including photocopying, taping, or information storage and retrieval systems—without
written permission of the publisher.

Made in the United States of America

242526RMcN87






















IN THE UNITED STATES PATENT ANDTRADEMARK OFFICE BEFORE THE
TRADEMARK TRIAL AND APPEAL BOARD

MERZ PHARMACEUTICALS, LLC and )
MERZ INCORPORATED,
CancellatiorNo. 92051832
Petitioners,

V.

~ — N

MONTANI COSMETICS INC., )

Registrant. )

CERTIFICATE OF SERVICE

| hereby certify that the foregoinBETITIONERS’ BRIEF IN OPPOSITION TO

REGISTRANT'S MOTION FOR SUMMARY JUDGMENT AND IN SUPPORT OF
PETITIONER'S CROSS-MOTION FOR SUMMARY JUDGMENT, together with
supporting AFFIDAVITS OF ROBERT W. BURGESS and SRAH M. ROBERTSON, are
being served upon the Registrant by mailing a ¢ty thereof by first class mail, postage
prepaid, addressed to:

Charles T. Riggs Jr.

PATULA & ASSOCIATES, P.C.

116 S. Michigan Avenue, 14th Floor

Chicago, IL 60603

United States
on August 6, 2010.

/pnb/
Phoebe N. Baker




